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DETAILED ACTION 

1. Claims 7, 10, and 11 are under consideration in this Office Action. New rejections and 
new grounds for rejection are stated in the instant Office Action. 



Claim Rejections - 35 U.S.C. § 112, 1st Paragraph 

2. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and 
process of making and using it, in such full, clear, concise, and exact terms as to enable any 
person skilled in the art to which it pertains, or with which it is most nearly connected, to 
make and use the same and shall set forth the best mode contemplated by the inventor of 
carrying out his invention. 

3. Claims 7, 10, 11 are rejected under 35 U.S.C. 112, first paragraph, as faiUng to comply 
with the written description requirement. The claim(s) contains subject matter which was not 
described in the specification in such a way as to reasonably convey to one skilled in the relevant 
art that the inventor(s), at the time the application was filed, had possession of the claimed 
invention. 

The claims are genus claims that are directed toward any fiicosidase, mannosidase, 
xylosidase, glucosidase, galactosidase, N-acetylglucosaminidase, and hexosaminidase of any 
amino acid sequence and structure obtainable from rniy Xanthomonas species. The scope of the 
claims includes many exoglycosidase enzymes with widely differing structural, chemical, and 
physical characteristics. Furthermore, the genus is highly variable because a significant number 
of structural differences between genus members is permitted. 

The specification discloses fucosidase, mannosidase, xylosidase, glucosidase, 
galactosidase, N-acetylglucosaminidase, and hexosaminidase fi"om Xanthomonas manhotis and 
Xanthomonas holcicola. However, the specification fails to provide a written description of 
additional exoglycosidase enzymes as encompassed by the claimed genus. Neither the 
specification nor the general knowledge of those skilled in the art provide evidence of any 
significant amino acid sequence and structure of the recited exoglycosidase enzymes which 
would be expected to be common to the members of the genus. 

In view of the above considerations, one of skill in the art would not recognize that 
applicant was in possession of the necessary common features or attributes possessed by 
members of the genus. Accordingly, Applicant has failed to sufficiently describe the claimed 
invention, in such full, clear, concise, and exact terms that a skilled artisan would recognize 
Applicant was in possession of the claimed invention. 
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Claim Rejections - 35 U.S.C. § 103 

4. The following is a quotation of 35 U.S.G. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

5. Claims 7 and 10 are rejected under 35 U.S.C. 103(a) as being unpatentable over Ichikawa 
et al. (Anal Biochem. 1992 May l;202(2):215-38 ) in view Frank et al. (AppUed and 
Environmental Microbiology (1979), 38(3), 554-6) and Su et al. (Journal of Biotechnology 
(1989), 9(2), 139-52). 

Ichikawa et al. review methods for enzyme-catalyzed oligosaccharide and carbohydrate 
synthesis using a fucosidase, mannosidase, xylosidase, glucosidase, galactosidase, N- 
acetylglucosaminidase, or hexosaminidase which cleaves at a selected glycosidic bond between 
constituent monosaccharides of the carbohydrate thereby producing a modified carbohydrate 
which may then be subjected to other enzymes for the purposes of making other carbohydrates 
(see entire publication, especially pp. 228-235). Furthermore, Ichikawa et al. teach that the 
advantage of using glycosidases instead of glycosyltransferases is that expensive sugar donors are 
not required to achieve reaction; and that glycosidases are generally more available and less 
expensive than glycosyltransferases (see p. 228, right column, lines 20-25). The teachings of 
Ichikawa et al. differ from the claims in that the claims instead tqcHq Xanthomonas glycosidases. 

Frank et al. teach beta-galactosidase from Xanthomonas campestris and its general 
properties (see entire publication). 

Su et al. teach the cloning and expression of a beta-glucosidase &om Xanthomonas 
albilineans (see entire publication). 

Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify the method of Ichikawa et al such that the beta-galactosidase 
from Xanthomonas campestris as taught by Frank et al. or the beta-glucosidase from 
Xanthomonas albilineans as taught by Su et al. is contacted with a suitable carbohydrate 
substrate in order to produce a modified carbohydrate product which inherently would have 
inmiunogenic properties that are different or altered compared to the original carbohydrate 
substrate. 

One of ordinary skill in the art at the time the invention was made would have been 
10003 136-400.wpd 



Application/Control Number: 10/003,136 



Page 4 



Art Unit: 1652 



motivated to do this because Ichikawa et al. teach that the advantage of using glycosidases 
instead of glycosyitransferases is that expensive sugar donors are not required to achieve 
reaction; and that glycosidases are generally more available and less expensive than 
glycosyhransferases 

Thus, the claimed invention was within the ordinary skill in the art to make and use at the 
time was made, and was as a whole clearly prima facie obvious. 



6. No claim is allowed. 

7. Any inquiry conceming this communication or earlier communications from the examiner 
should be directed to Christian L Fronda whose telephone number is (571)272-0929. The 
examiner can normally be reached Monday-Friday between 9:00AM - 5:00PM. If attempts to 
reach the examiner by telephone are unsuccessful, the examiner's supervisor, Ponnathapura N 
Achutamurthy can be reached on (571)272-0928. The fax phone number for the organization 
where this application or proceeding is assigned is 703-872-9306. 

8. Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or PubUc PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-2 17-9 197 /toll-free). 



Conclusion 
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